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Art Unit: 2165 

Preliminary Notes: (1) This office action is non-final. (2) Applicant's supplemental 
amendment of October 20, 2004 is approved for entry. The version of the claims examined is 
based upon the version presented in this supplemental amendment of October 20, 2004. (3) 
Claim 19 has been re-numbered as claims 28, since claim 19 previously existed. Accordingly, 
the pending claims being examined are 4, 6, 13-18 and 28. 

The following is a quotation of 35 U.S.C 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 4, 6, 13-18 and 28 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Pritchard (U.S. Patent 4,4,91,725). 

Claim 4: Pritchard discloses a system (FIG. 1) for determining insurance eligibility and 
payment for medical procedures. Within the preamble (lines -13) the recitation of a dental 
procedure by a dental care provider is a recitation of intended use and carries no patentable 
weight. Pritchard discloses a first computer (26) having at lease one data storage means (files 
and tables as shown at 26), and input/output means (each communication line 22, 24, 32 and 34 
is both an input and output means to the first computer 26 since each permits two-way 
communication). 

Data pertaining to the participant is stored in a patient file at (26). The collective set of 
patient files constitute a database. These files are not stored on a second computer (10). 

The second computer is shown at (10). This second computer (10) includes means for 
inputting a participant identifier simultaneously with an indicator of a particular procedure (the 
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HCFA form which requests the patient information and procedure information together on one 
form, col 7, lines 41-42, 45-46 and 49-50). 

The first computer also includes means for searching for the participant identifier to 
identify the participant (programming steps to find the participant and validate their card, col. 7, 
lines 20-30). 

The first computer (26) further includes means for providing the participant data to the 
second computer in the form of an indication of correctness or non-correctness of eligibility for a 
procedure, along with an identification of the procedure(s) and participant identifiers (FIG. 8, 
illustrating the correctness of eligibility by providing a claim payment amount, and providing an 
identification of the procedure (service number) and patient identifier (patient name). 

The second computer (10) further includes second input means (keyboard or any of the 
input means 60-66 shown in FIG. 4) which permit input of inquiries. Response to the inquires are 
made in real time in the sense that the information is provided back to the medical care provider 
"rapidly" (col. 3, line 30) and while the patient is still with the provider (col. 6, lines 64-66 and 
col. 12, lines 14-15). The participant's data to the second computer (10) in not sent advance of 
the determination (col. 7, lines 25-28 returns only a yes/no validation, the participant's data is not 
returned to the second computer (10) until FIG. 8, where the participant data is shown with the 
determination). 

The recordation of utilization of benefits can be accomplished by the insurance carriers 
(36, 38) or the bank (40) which record transaction which take place and are associated with the 
first computer (10) by communications links over a common network (FIG. 1). The recordation 
may also be record presented on the output screen in FIG. 8. 
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Pritchard differs from claim 4 in that FIG. 8 does not specify whether the eligibility for 
the claim payment is made for only one input procedure or the total of several procedures 
performed by the physician. However, the skilled would readily recognize that the physician 
could obtain the indications of eligibility for payment for only one input procedure if only one 
procedure was required to be performed. It would thus have been obvious to one of ordinary skill 
in the art to indicate correctness or non-correctness of eligibility for only one procedure if one 
procedure actually needed to be performed. 

Pritchard also differs in that it does not deal with dental procedures (last paragraph of 
claim), although it would have been obvious to one of ordinary skill in the art to apply the 
system of Pritchard to evaluate dental procedures as a choice of design for the computer system. 

Claim 6: Pritchard discloses the input of procedure codes (col. 8, lines 12-13). The input 
of other procedure related data, such as tooth identifications and tooth positional identification 
would further have been obvious to one of ordinary skill in the art to clarify the exact nature of 
the procedure being performed. 

Claim 13: For claim 13, the "first computer" is (26) and the second computer is (10). 

Pritchard discloses a method for providing information to physicians regarding 
participants in an insurance plan. The method involves determination of eligibility for claim 
payments and involves the steps of: 

Inputting identifier data and particular procedure pertaining to a participant on a first 
computer as a single step inquiry to a database containing participant data regarding a plurality 
of insurance carriers (col. 7, lines 37-63, the steps of filling out the HCFA form that includes the 
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participant data and procedure information. The form is filled out on the first computer 10 and 
input to the second computer 26); 

Searching for identifier data in the participant data (col 7, lines 20-23); 

Providing output in the form of participant data provided as a response to the inquiry in 
real time (FIG. 8) without the need to send the participant data in advance (FIG. 8 is the first 
output of participant data, the previous output described at col. 7, lines 25-28 is only a Yes/No 
validation) and where the output comprises an indication of correctness or non-correctness for 
the input procedure (FIG. 8, which illustrates that the procedure is correct since a claim payment 
is authorized by the insurer for the patient identified as John M. Doe). 

The inputting step is performed in real time (col. 3, line 30, col. 6, lines 64-66 and col. 
12, lines 14-15) and the inputs are transmitted to the second computer (26). The inputs may be 
made prior to the procedure itself (col. 6, lines 64-66). 

The recordation of the utilization of benefits may be made by the insurer (36, 38), the 
bank (40) or it may be recorded on the output screen in FIG. 8. The recordation is based upon the 
input of the participant data and procedure data into the HCFA form. 

Pritchard differs in that the output of FIG. 8 is not specified as being for a single 
particular procedure or for all the procedures input by the physician for the patient. However, the 
skilled artisan would readily recognize that the physician could obtain indications of correctness 
or non-correctness for only a single input procedure if the patient only required a single 
procedure to be performed. It would have been obvious to one of ordinary skill in the art to 
modify Pritchard to display the correctness/non-correctness indication for a single input 
procedure if the patient only required a single procedure to be performed. 
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Pritchard also differs in that it does not specify the providing of information to dental 
care providers, although it does specify a doctor's office (col 4, line 38). Since a dentist is a 
type of doctor, it would have been obvious to one of ordinary skill in the art to provide the 
information to dentists and to tailor the information to dental information as a choice of design 
for the computer system. 

Claim 14: Input data is inherently viewed in real time, since it is seen while it being 
entered in the computer. The output from the input data is also real time, since it is seen while 
the patient is with the physician (col. 6, lines 64-66). 

Claim 15: The processing of every claim is considered to be an updating of data 
pertaining to eligibility, since new data is being processed and presented to the physician for that 
patient. 

Claim 16: The inputs to the HCFA form are the inputs derived from the MediCard (col. 7, 
lines 45-46), which are described at col. 5, lines 26-32. This includes a date of birth. The 
features in claim 16 are optionally recited. 

Claim 17: In filling out the HCFA form, a procedure code is input by the physician (col. 
8, lines 12-13). 

Claim 18: See remarks for claim 6. 

Claim 28: See remarks for claim 4. Note that the system of Pritchard includes multiple 
patient files in computer (26), and thus inherently includes multiple participant identifiers. Also 
note that when the second computer receives input from a Medicard, it will then contain a subset 
of participant identifiers (one identifier for the one patient). 

This action is non-final. 
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Any inquiry concerning this communication should be directed to Sam Rimell at 
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